The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 6, 8 through 22 and 24 through
34. Cains 7 and 23, which are the only other clainms renaining
in the application, stand objected to, but have been indicated

by the exam ner to be allowable if rewitten in independent
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Appel lants' invention relates 1) to a seal (12), seen
best in Figure 2 of the application, wherein first (21) and
second (22) sections of the seal have different hardness, nore
particularly, where the second section has a hardness that is
| ess than the hardness of the first section (see claim17),
and 2) to a heat exchanger assenbly (Figs. 1-2) that uses the
above seal in a peripheral space between the housing (10) and
t he heat exchanger core (11) (see claim1l). An adequate
under st andi ng of the clained subject matter can be had froma
reading of illustrative clains 1 and 17, the two i ndependent
clainms on appeal. A copy of those clainms, as they appear in
t he Appendi x to appellants' brief, is attached to this

deci si on.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

| wasaki et al. (lwasaki) 5, 046, 554 Sep
10, 1991
Weber 5,213, 342 May 25,
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1993
Lusen et al. (Lusen) 5, 289, 658 Mar. 1

1994

Clains 1 through 4 and 17 through 20 stand rejected under
35 U.S.C. 8 103 as being unpatentabl e over Iwasaki in view of

Lusen.

Clains 1, 5, 6, 8 through 16, 21, 22 and 24 through 34
stand rejected under 35 U S.C. 8§ 103 as bei ng unpatentable

over |lwasaki in view of Weber.

Ref erence is nmade to the answer (Paper No. 10) for the
exam ner's reasoning in support of the above-noted rejections,
and to appellants' brief (Paper No. 9) and reply brief (Paper

No. 11) for the argunents thereagainst.

CPIL NI ON

Having carefully revi ewed and eval uated the obvi ousness

issues raised in this appeal in light of the record before us,
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we have cone to the conclusion, for the reasons which foll ow,
that the examner's rejections of the appeal ed clai ns under 35

US C 8§ 103 will not be sustained.

In determning the propriety of a rejection under 35
US C 8103, it is well settled that the obviousness of an
i nventi on cannot be established by conbining the teachings of

the prior art absent sone teaching, suggestion or incentive

supporting the conbination. See In re Fine, 837 F.2d 1071

1073, 5 USPQ2d 1596, 1598-99 (Fed. Cr. 1988); Ashland Q1.

Inc. v. Delta Resins and Refractories, Inc., 776 F.2d 281, 297

n. 24, 227 USPQ 657, 667 (Fed. Cir. 1985); ACS Hospita

Systens, Inc. v. Mntefiore Hospital, 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). This is not to say that the
cl ai med invention nust be expressly suggested in any one or
all of the references. Rather, the test for obviousness is
what the conbi ned teachings of the references would have
suggested to those having ordinary skill in the art. See

Cable Electric Products, Inc. v. Genmark, Inc., 770 F.2d 1015,

1025, 226 USPQ 881, 886-87 (Fed. Cir. 1985); In re Kaslow 707
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F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir. 1983); In re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). The
| aw foll owed by our Court of review, and thus by this Board,

is that "[a] prim facie case of obviousness is established

when the teachings fromthe prior art itself would appear to
have suggested the claimed subject matter to a person of

ordinary skill inthe art." 1n re R nehart, 531 F.2d 1048,

1051, 189 USPQ 143, 147 (CCPA 1976). See also In re Lalu, 747

F.2d 703, 705, 223 USPQ 1257, 1258 (Fed. Gr. 1984) "In

determ ni ng whether a case of prinma facie obviousness exists,

it is necessary to

ascertain whether the prior art teachings would appear to be
sufficient to one of ordinary skill in the art to suggest

maki ng the clai med substitution or other nodification.”

Looki ng at the Iwasaki patent, it is apparent that it
di scl oses a heat exchanger assenbly including a housing (42)

and a heat exchanger core assenbly (43, 44) disposed in the
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housi ng and spaced fromthe housing to provide a peripheral
spaci ng, which peripheral spacing is closed by a seal (103),
seen best in Figure 7. In describing the seal (103) I|wasak

notes in colum 7, lines 20-28, that the seal is

“[a] continuous seal 103, encasing the perineter of the
heat transfer device and engaging the interior surface of
the sidewall, prohibits flow of the cooling medium

t her ebetween and further directs that all cooling nmedi um
passi ng through the shroud nmust pass through the fluid
transm ssion neans 78 and 95. In accordance with the

i mredi ately preferred enbodi nent of the invention, seal
103 is fornmed by a foaned-in-place plastic.”

Recogni zing that the foaned plastic seal (103) of |wasaki
iIs not a two-section seal having the particular construction
arrangenment required in the clains on appeal, the exam ner
turns to the teachings of Lusen or Wber, urging that since
| wasaki and Lusen, or Iwasaki and Weber, “are both fromthe
sane field of endeavor, the purpose disclosed by... [either
Lusen or Wber] woul d have been recogni zed in the pertinent
art of Iwasaki et al” (answer, page 4). |In each of the
conbi nati ons, the exam ner then goes on to conclude that it

woul d have been obvious to one of ordinary skill in the art at
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the tinme appellants’ invention was made to “enpl oy in |wasaki
et al a first section wwth a hardness greater than a second
section for the purpose of providing rigidity and strength as
recogni zed by... [Lusen or Wber].”

Even if we assune that the Lusen and Wber patents are
anal ogous art to the heat exchanger assenbly and seal
di scl osed and cl aimed by appellants and the heat exchanger
nodul e seen in Iwasaki, a point in sonme doubt, we nust agree
wi th appellants’ position that the prior art teachings relied
upon by the examner (i.e., the oven gasket seal of Lusen and
t he bearing seal of Wber) would appear to be insufficient to
have suggested to one of ordinary skill in the art at the tine
of appellants’ invention the making of any nodification in the
seal arrangenent of Iwasaki as urged by the examiner. In the
first place, the sealing requirenents and the probl ens being
solved by the applied references to Iwasaki, Lusen and Wber
are very different one fromthe other and fromthat confronted
by appellants. Mreover, there is no indication in |wasaki,
or for that matter in Lusen or Wber, that the foanmed plastic

seal (103) of Iwasaki is in any way deficient as to its
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rigidity and strength so that a person of ordinary skill in
the art would have had sone notivation or suggestion to turn
to the nore conplicated types of nmulti-piece seal structures
seen in Lusen and Weber so as to provide added rigidity and

strength as is urged by the exam ner in the answer.

In the final analysis, it is clear to us from our
evaluation of the applied prior art references that the
exam ner has failed to provide an adequate evidential basis to
support the 8 103 rejections before us on appeal, and that the
exam ner has relied upon inperm ssible hindsight know edge
derived fromappellants' own teachings to reconstruct the
cl ai med subject matter out of isolated teachings in the prior
art. Accordingly, we will not sustain the examner's
rejection of clainms 1 through 4 and 17 through 20 under 35
U S.C. 8§ 103 as being unpatentable over Iwasaki in view of
Lusen, or that of clains 1, 5, 6, 8 through 16, 21, 22 and 24
t hrough 34 under 35 U.S.C. 8§ 103 as bei ng unpat ent abl e over

| wasaki in view of Wber.
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The decision of the exam ner is reversed.

In addition to the foregoing, we REMAND this application
to the exam ner for a nore conplete search of the prior art,
particularly with regard to clainms 17 through 32 on appeal,

which clains are directed to the seal per _se. In the

exam nation of an application for patent, the examner is
charge with the responsibility of conducting a thorough search
of the prior art, which search should cover the invention as
descri bed and clainmed, including the inventive concepts toward
which the clains are directed. While we note that the

exam ner’s has searched in Cass 277, we see that no inquiry
was made of a Primary examner in that art. Gven the breadth
of appellants’ independent claim 17, we view the need for such
an inquiry as essential to devel oping the best search of the
prior art. In addition, we point the exam ner to C ass 49,
subcl asses 475+ as possi ble areas of search and inquiry. In
this regard, we note that 8§ 904.01(c) of the MP.E. P. cautions
the exam ner that not only nmust the art be searched within

which the invention clained is classifiable, but al so al
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perti nent and anal ogous arts regardl ess of where classified.
O her pertinent areas where the seal of clains 17 through 32
on appeal could reasonably be found nay be known to the

exam ner and should al so be considered. In conducting any
further search of the prior art, the exam ner shoul d be

cogni zant of the fact that claim 17 requires a seal including
a first

section having a first hardness and a second section
“integrally nolded with said first section” having a second

hardness |l ess than said first hardness.

REVERSED AND REMANDED

NEAL A. ABRANMS )
Adm ni strative Patent Judge

BOARD OF PATENT
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CHARLES E. FRANKFORT
Adm ni strative Patent Judge

LAVWRENCE J. STAAB
Adm ni strative Patent Judge

CEF: pgg

Peter N. Lal os

Lal os k& Keegan

1146 Nineteenth Street N W
Fifth Fl oor

Washi ngt on, DC 20036
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APPENDI X

1. A heat exchange assenbly conpri sing:
a housi ng;

a heat exchanger core disposed in said housing and spaced
fromsaid housing to provide a peripheral spacing between said
core and said housing; and

a seal disposed in said peripheral spacing including a
first section engaging a portion of said core and having a
first hardness and a second section integrally nolded with
said first section engaging a portion of said housing and
havi ng a second hardness | ess than said first hardness.

17. A seal for a peripheral space di sposed between a
housi ng and a core disposed in said housing conprising a
menber di sposable in said peripheral space including a first
section engageable with a portion of said core and having a
first hardness and a second section integrally nolded with

12
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said first section engageable with a portion of said housing
and having a second hardness | ess than said first hardness,
when said seal is disposed in said peripheral space.
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